
United States R\tent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
- www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/785,464 



02/20/2001 



Shinji Yoshihara 



PM 277172 
53585-USD-MK/ms 



7372 



27572 7590 08/14/2003 

HARNESS, DICKEY & PIERCE, P.L.C. 
P.O. BOX 828 

BLOOMFIELD HILLS, MI 48303 



EXAMINER 



WILLIAMS, ALEXANDER O 



ART UNIT 



PAPER NUMBER 



2826 

DATE MAILED: 08/14/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



/ZSTY 

Application No. Applicant(s) 

09/785,464 YOSHIHARA ET AL 

Office Action Summary 



Application No. 

09/785,464 


Applicant(s) 

YOSHIHARA ET AL 


Examiner 

Alexander 0 Williams 


Art Unit 

2826 





The MAILING DATE of this communication appears on the cover she t with th correspond nee address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 18 June 2003 . 
2a)[3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-5 and 29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) ■ is/are allowed. 

6) H Claim(s) 1,2.4.5 and 29 is/are rejected. 

7) ^ Claim(s) 3 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)d All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) O Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 
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Serial Number: 09/785464 Attorney's Docket #: PM 277172 53585-USD-Mk/ms 
Filing Date: 2/20/01; 

Applicant: Yoshihara et al. 

Examiner: Alexander Williams 
Applicant's Amendment in Paper # 13, filed 6/18/03 has been acknowledged. 

Claims 6-28 have been acknowledged. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(f) or (g) prior 
art under 35 U.S.C. 103(a). 

Initially, and with respect to claims 1 , note that a "product by process" claim is 
directed to the product per se, no matter how actually made, In re Hirao , 190 USPQ 15 
at 17 (footnote 3). See also In re Brown . 173 USPQ 685; In re Luck , 177 USPQ 523; 
In re Wertheim , 191 USPQ 90 (209 USPQ 554 does not deal with this issue); In re 
Fitzgerald . 205 USPQ 594, 596 (CCPA); In re Marosi et al. . 218 USPQ 289 (CAFC); 
and most recently, In re Thorpe et al. . 227 USPQ 964 (CAFC, 1985) all of which make it 
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clear that it is the final product per se which must be determined in a "product by 
process" claim, and not the patentability of the process, and that, as here, an old or 
obvious product produced by a new method is not patentable as a product, whether 
claimed in "product by process" claims or not. Note that Applicant has burden of proof 
in such cases as the above case law makes clear. 

Claims 1, 2, 4 U 5 and 29 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable c^^^amar^ Patent #^255,741 B1 ) or (Japan Patent # 2000- 

31349). 

For example, in claim 1, Yoshihara et al. (figures 1 to 15) specifically figure 2E 
show a semiconductor device comprising: a semiconductor wafer 10 having a structure 
portion exposed on a surface thereof; and an adhesive sheet 20 detachably attached to 
the surface of the semiconductor wafer and covering the structure portion, the adhesive 
sheet having a flat sheet member 2 and an adhesive portion 3 provided generally on an 
entire surface of the sheet member, the adhesive portion having a specific region facing 
the structure portion, the specific region having an adhesion smaller than that of a 
vicinal region of the adhesive portion surrounding the specific region. 

As to the grounds of rejection under section 103, see MPEP § 21 13. 



Applicant cannot rely upon the foreign priority papers to overcome this rejection 
because a translation of said papers has not been made of record in accordance with 
37CFR1.55. See MPEP §201.15. 

Initially, it is noted that the 35 U.S.C. § 103 rejection 
based on a flat sheet member and a adhesive portion deals with an 
issue (i.e., the integration of multiple pieces into one piece or 
conversely, using multiple pieces in replacing a single piece) 
that has been previously decided by the courts. 

In Howard v. Detroit Stove Works 150 U.S. 164 (1893), the 
Court held, "it involves no invention to cast in one piece an 
article which has formerly been cast in two pieces and put 
together . . . . " 
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In In re Larson 144 USPQ 347 (CCPA 1965), the term 
"integral" did not define over a multi-piece structure secured as 
a single unit. More importantly, the court went further and 
stated, "we are inclined to agree with the solicitor that the use 
of a one-piece construction instead of the [multi-piece] 
structure disclosed in Tuttle et al . would be merely a matter of 
obvious engineering choice" (bracketed material added) . The 
court cited In re Fridolph for support. 

In re Fridolph 135 USPQ 319 (CCPA 1962) deals with 
submitted affidavits relating to this issue. The underlying 
issue in In re Fridolph was related to the end result of making a 
multi-piece structure into a one-piece structure. Generally, 
favorable patentable weight was accorded if the one-piece 
structure yielded results not expected from the modification of 
the two-piece structure into a single piece structure. 

Claims 1 , 2, 4, 5 and 29 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Yamanaka (U.S. Patent # 5,824,177) or (Japan Patent # 9-27466). 

For example, in claim 1 , Yoshihara et al. (figures 1 to 8f) specifically figure 4c 
show a semiconductor device comprising: a semiconductor wafer 1 having a structure 
portion exposed on a surface thereof; and an adhesive sheet 2 detachably attached to 
the surface of the semiconductor wafer and covering the structure portion, the adhesive 
sheet having a flat sheet member and an adhesive portion provided generally on an 
entire surface of the sheet member, the adhesive portion having a specific region facing 
the structure portion, the specific region having an adhesion smaller than that of a 
vicinal region of the adhesive portion surrounding the specific region. 

Therefore, it would have been obvious to one of ordinary 
skill in the art to use the flat sheet member and the adhesive 
portion as the adhesive sheet as "merely a matter of obvious 
engineering choice" as set forth in the above case law. 

As to the grounds of rejection under section 103, see MPEP § 21 13. 
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Claim 3 is objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Response 

Applicant's arguments filed 6/18/03 have been fully considered, but are not found 
to be persuasive. 

Information Disclosure Statement 

It is desirable for an attorney or agent to carefully evaluate and explain to the 
applicant and others involved the scope of the claims, particularly the broadest claims. 
Ask specific questions about possible prior art which might be material in reference to 
the broadest claim or claims. There is some tendency to mistakenly evaluate prior art in 
the light of the gist of what is regarded as the invention or narrower interpretations of the 
claims, rather than measuring the art against the broadest claim with all of its 
reasonable interpretations. 

It is desirable to pick out the broadest claim or claims and measure the 
materiality of prior art against a reasonably broad interpretation of these claims. 

It may be useful to evaluate the materiality of prior art or other information from 
the viewpoint of whether it is the closest prior art or other information. This will tend to 
put the prior art or other information in better perspective. See Semiconductor Energy 
Laboratory Co. v. Samsung Electronics Co., 204 F.3d 1368, 1374, 54 USPQ2d 1001, 
1005 (Fed. Cir. 2000) ("A withheld reference may be highly material when it discloses a 
more complete combination of relevant features, even if those features are before the 
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patent examiner in other references." (citations omitted)). However, 37 CFR 1.56 may 
still require the submission of prior art or other information which is not as close 
as that of record. 

Care should be taken to see that prior art or other information cited in a 
specification or in an information disclosure statement is properly described and that the 
information is not incorrectly or incompletely characterized. It is particularly important 
for an attorney or agent to review, before filing, an application which was prepared by 
someone else, e.g., a foreign application. It is also important that an attorney or agent 
make sure that foreign clients, including foreign applicants, attorneys, and agents 
understand the requirements of the duty of disclosure, and that the U.S. attorney or 
agent review any information disclosure statements or citations to ensure that 
compliance with 37 CFR 1.56 is present. 

See Semiconductor Energy Laboratory Co. v. Samsung Electronics Co., 204 F.3d 1368, 
54 USPQ2d 1001 (Fed. Cir. 2000). During prosecution patentee submitted an 
untranslated 29-page Japanese reference as well as a concise explanation of its 
relevance and an existing one-page partial English translation, both of which were 
directed to less material portions of the reference. The untranslated portions of the 
Japanese reference "contained a more complete combination of the elements claimed 
[in the patent] than anything else before the PTO." 204 F.3d at 1374, 54 USPQ2d at 
1005. The patentee, whose native language was Japanese, was held to have 
understood the materiality of the reference. "The duty of candor does not require that 
the applicant translate every foreign reference, but only that the applicant refrain from 
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submitting partial translations and concise explanations that it knows will misdirect the 
examiner's attention from the reference's relevant teaching." 204 F.3d at 1378, 
54 USPQ2d at 1008. See also Gemveto Jewelry Co. v. Lambert Bros., Inc., 542 F. 
Supp. 933, 216 USPQ 976 (S.D.N.Y. 1982) wherein a patent was held invalid or 
unenforceable because patentee's foreign counsel did not disclose to patentee's United 
States counsel or to the Office prior art cited by the Dutch Patent Office in connection 
with the patentee's corresponding Dutch application. The court stated, 542 F. Supp. at 
943, 216 USPQ at 985: 

Foreign patent attorneys representing applicants for U.S. patents through local 
correspondent firms surely must be held to the same standards of conduct which apply 
to their American counterparts; a double standard of accountability would allow foreign 
attorneys and their clients to escape responsibility for fraud or inequitable conduct 
merely by withholding from the local correspondent information unfavorable to 
patentability and claiming ignorance of United States disclosure requirements. 

Care should be taken to see that inaccurate statements or inaccurate 
experiments are not introduced into the specification, either inadvertently or 
intentionally. For example, stating that an experiment "was run" or "was conducted" 
when in fact the experiment was not run or conducted is a misrepresentation of the 
facts. No results should be represented as actual results unless they have actually been 
achieved. Paper examples should not be described using the past tense. See MPEP § 
608.01 (p) and § 707.07(1). Also, misrepresentations can occur when experiments 
which were run or conducted are inaccurately reported in the specification, e.g., an 
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experiment is changed by leaving out one or more ingredients. See Steierman v. 
Connelly, 192 USPQ 433 (Bd. Pat. Int. 1975); 192 USPQ 446 (Bd. Pat. Int. 1976). 

Do not rely on the examiner of a particular application to be aware of other 
applications belonging to the same applicant or assignee. It is desirable to call such 
applications to the attention of the examiner even if there is only a question that they 
might be "material to patentability" of the application the examiner is considering. It is 
desirable to be particularly careful that prior art or other information in one application is 
cited to the examiner in other applications to which it would be material. Do not 
assume that an examiner will necessarily remember, when examining a particular 
application, other applications which the examiner is examining, or has examined. See 
Armour & Co. v. Swift & Co., 466 F.2d 767, 779, 175 USPQ 70, 79 (7th Cir. 1972); 
KangaROOS U.S.A., Inc. v. Caldor, Inc., 585 F. Supp. 1516, 1522, 1528-29, 222 USPQ 
703, 708, 713-14 (S.D. N.Y. 1984), vacated and remanded, 778 F.2d 1571, 228 USPQ 
32 (Fed. Cir. 1985). 

While vacating the summary judgment and remanding for trial in Kanga ROOS, 
the Court of Appeals for the Federal Circuit stated that a "lapse on the part of the 
examiner does not excuse the applicant." 778 F.2d at 1576, 228 USPQ at 35. 

When in doubt, it is desirable and safest to submit information. Even though the 
attorney, agent, or applicant doesn't consider it necessarily material, someone else may 
see it differently and embarrassing questions can be avoided. The court in U.S. 
Industries v. Norton Co., 210 USPQ 94, 107 (N.D. N.Y. 1980) stated "In short, the 
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question of relevancy in close cases, should be left to the examiner and not the 
applicant." 

See also LaBounty Mfg., Inc. v. U.S. Int 'I Trade Comm 'n, 958 F.2d 1066, 22 
USPQ2d 1025 (Fed. Cir. 1992). 

One of the requirements for obtaining a patent is "Whoever invents or 
discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, 
subject to the conditions and requirements of 35 U.S.C. 101". 

Because Applicant/Applicant's have various issued Patents and/or Patent 

Applications containing similar scope of invention and have not listed these 

Patents and/or Patent Applications containing the same subject matter that is 

pertinent to the information disclosure statement, the Examiner cannot 

distinguish between the Applications and issued patents as to what is new. 

Accordingly, THIS ACTION IS MADE FINAL. See M.P.E.P. § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 C.F.R. § 1 .136(a). 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 

ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS ACTION. 

IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS OF THE 

MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION IS NOT 

MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 

STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL 

EXPIRE ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION 

FEE PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
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MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE STATUTORY 
PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM THE DATE 
THIS FINAL ACTION. 
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U.S. Class and subclass: 
257/792,790,787,788,467- 
469,783,687,620,61 9,623,622,41 5,41 9 
438/1 06,1 1 8, 1 27,458,462, 1 1 3 


12/14/02 
4/26/03 


Other Documentation: 

foreign patents and literature in 257/792,790,787,788,467- 
469,783,687,620,61 9,623,622,41 5,41 9 
438/1 06, 118,1 27,458,462, 1 1 3 


12/14/02 
4/26/03 


Electronic data base(s): 
U.S. Patents EAST 


12/14/02 
4/26/03 



Papers related to this application may be submitted to Technology Center 
2800 by facsimile transmission. Papers should be faxed to Technology Center 
2800 via the Technology Center 2800 Fax center located in Crystal Plaza 4-5B15. 
The faxing of such papers must conform with the notice published in the Official 
Gazette, 1096 OG 30 (November 15, 1989). The Technology Center 2800 Fax 
Center number is (703) 308-7722 or 24. Only Papers related to Technology Center 
2800 APPLICATIONS SHOULD BE FAXED to the GROUP 2800 FAX CENTER. 

Any inquiry concerning this communication or any earlier 
communication from the examiner should be directed to Examiner 
Alexander Williams whose telephone number is (703) 308-4863. 

Any inquiry of a general nature or relating to the status of this 
application should be directed to the Technology Center 2800 
receptionist whose telephone number is (703) 308-0956. 
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